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Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 
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DETAILED ACTION 

Election/Restrictions 

Applicant's election without traverse of claims 1-10 in the reply filed on 02/21/01 
is acknowledged. 



Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claim 1 provides for the use of a milling cerium compound by means of a ball 
mill, but, since the claim does not set forth any steps involved in the method/process, it 
is unclear what method/process applicant is intending to encompass. A claim is 
indefinite where it merely recites a use without any active, positive steps delimiting how 
this use is actually practiced. 

Claim 1 is rejected under 35 U.S.C. 101 because the claimed recitation of a use, 
without setting forth any steps involved in the process, results in an improper definition 
of a process, i.e., results in a claim which is not a proper process claim under 35 
U.S.C. 101 . See for example Ex parte Dunki, 153 USPQ 678 (Bd.App. 1967) and 
Clinical Products, Ltd. v. Brenner, 255 F. Supp. 131, 149 USPQ 475 (D.D.C. 1966). 
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Claims 1-10 are rejected under 35 U.S.C. 112, second paragraph, as being 
incomplete for omitting essential steps, such omission amounting to a gap between the 
steps. See MPEP § 2172.01 . The omitted steps are the steps to using a milling 
medium. 

Claims 1-10 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claims 1-10 set forth a range for the critical rotational speed (Nc) of a ball mill 
container. However, these claims do not set forth the unit of measurement that is used 
to express this critical rotational speed; therefore, it is impossible to determine the 
speed on the basis of the disclosures. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1 and 7, as best as understood, are rejected under 35 U.S.C. 102(b) as 
being anticipated by Applicant's Admitted Prior Art (hereinafter, AAPA). 

Applicant's Admitted Prior Art reads on the limitations of claim 1 . APPA 
discloses on page 1 of the specification of the claimed invention, a ball mill milling 
equipment includes a dimension (radius r) and rotational speed rpm in regards to the 
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ball mill container wherein the amount of beads filled is expressed in a ratio of H b /r of 
depth H b of the filled beads to the radius of the ball mill container. The disclosed 
specification further discloses the best milling efficiency is obtained when the amount of 
filled beads are expressed in H b /r is 1 .0 wherein this expression corresponds to 50% 
based on the internal volume of the ball mill container. It should also be noted in par. 
008 of page 2 of the disclosed specification, the rotational speed N c =(203-0.690r)/r 1/2 is 
an ideal state in the milling by a ball mill. 

Regarding claim 7, AAPA further teaches the diameter of the milling medium is 
10.2mm. See par. 0009 of page 2 of the disclosed invention. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 4 and 5 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Applicant's Admitted Prior Art (hereinafter, AAPA). 

AAPA teaches most of the elements of the claimed invention except for the 
rotational speed which is 10% or more of N c and the radius r of the ball mill container is 
5 to 50 cm. It would have been obvious to one of ordinary skill in the art to have the 
rotational speed of the ball mill container of AAPA 10% or more of N c for the purpose of 
maximizing milling efficiencies. Further, it would have been obvious to one of ordinary 
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skill in the art at the time the invention was made to have the container of the ball mill of 
AAPA 5 to 50 cm for the purpose of maximizing milling efficiencies. 

Claims 2 and 3 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Applicant's Admitted Prior Art (hereinafter, AAPA) in view of Benjamin (US Patent 
3,591,362). 

AAPA teaches most of the elements of the claimed invention except for the 
milling of cerium compound carried out in a dry process. Benjamin teaches a process 
for producing powdery constituents using an agitation mill wherein a dry process is used 
to mill cerium compound (col. 5, line 15; col. 10, par. 4). It would have been obvious to 
one of ordinary skill in the art at the time the invention was made to incorporate the 
step, noted above, and as suggested by Benjamin in the method of AAPA for the 
purpose of producing a powdery constituent. 

Claims 6 and 8 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Applicant's Admitted Prior Art (hereinafter, AAPA) in view of Blanton et al (US Patent 
6,491,239). 

AAPA teaches most of the elements of the claimed invention except for the use 
of zirconia ball milling medium. Blanton et al teaches that it is well known to use 
zirconia ball as a milling medium for a ball mill (col., par. 5). It would have been obvious 
to one of ordinary skill in the art to use a zirconia ball milling medium as suggested by 
Blanton et al in the method of AAPA for the purpose of maximizing milling efficiencies. 
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Claims 9 and 10 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Applicant's Admitted Prior Art (hereinafter, AAPA) in view of Hughes (US Patent 
3,337,300). 

AAPA teaches most of the elements of the claimed invention except for water 
soluble alkaline silicate added. Hughes teaches the process of reducing the particle 
size of a compound using milling wherein a water soluble alkaline silicate such as 
sodium silicate (col. 3, par. 3 and 6). It would have been obvious to one of ordinary skill 
in the art to add a water soluble alkaline silicate such as sodium silicate as suggested 
by Hughes in the method of AAPA for the purpose of maximizing milling efficiencies. 
Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Bena Miller whose telephone number is 571 .272.4427. 
The examiner can normally be reached on Monday-Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Derris Banks can be reached on 571-272-4419. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Bena Miller/ 

Primary Examiner, Art Unit 3725 
May 1 1 , 2008 



